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3DETAILED ACTION 

Responsive to communications entered 9/22/2008. Claims 15-17,20-24,28,32-36 are 
pending. Claims 15-17,20-24,28,32-36 are examined herein. 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 
1 .17(e) has been timely paid, the finality of the previous Office action has been 
withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 9/22/2008 has 
been entered. 

Election/Restrictions 

Applicant's argument regarding claims 35 and 36 depending on claim 22 which 
reads on the elected invention is deemed persuasive thus claims 35-36 are hereby 
rejoined. 

Priority 

Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 19(e) 
or under 35 U.S. C. 120, 121 , or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 119 as follows: 

The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application); the disclosure of the invention in the prior 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Prods., Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994) [taken 
from MPEP 201.01] 
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The present application, filed 2/18/2005 claims priority as a 371 of 
PCT/US03/27665 filed 09/02/2003 and further to European application (EPO) 
02078743.8 filed 09/03/2002. Nevertheless, the L being a single bond is not disclosed in 
the European application or the PCT application. L is indicated, for example in claims 1 
of the PCT application as being either present or absent. The examiner submits that L 
being absent does not necessarily constitute a single bond. 

Response to Arguments 

On p 9 of the remarks entered 9/22/2008, applicant does not provide any 
counterarguments concerning priority of the present application, therefore 2/28/2005 
remains the date for the purposes of prior art concerning claims 1 5-1 7,20-24,28,32-36. 

Withdrawn Rejection(s) 

The rejection of claims 1 5,20,21 ,24,27 under 35 U.S.C. 1 02(b) as being 
anticipated by Aya et al (US Patent 3,899,472) is hereby withdrawn in view of 
applicant's amendments to the claims. 

The rejection of claims 15, 20,21 ,24,27 and 16,17,28,32,33,34 under 35 U.S.C. 
103(a) as being unpatentable over Aya et al (US Patent 3,899,472) in view of Dunn- 
Dufault et al (2000 Nuclear Medicine and Biology 27:803-807 - IDS entry 4/27/2007) 
is hereby withdrawn in view of applicant's amendments to the claims. 

The rejection of claims 22,23 under 35 U.S.C. 103(a) as being unpatentable over 
Aya et al (US Patent 3,899,472) in view of Dunn-Dufault et al (2000 Nuclear Medicine 
and Biology 27:803-807 - IDS entry 4/27/2007) as applied to claims 15, 20,21 ,24,27 
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and 16,17,28,32,33,34 above, and further in view of Alberto et al (1998 JACS 
120:7987-7988 - IDS entry 4/27/2007) is hereby withdrawn in view of applicant's 
amendments to the claims. 



New Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 15-17,20-24,28,32-36 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Mundwiler et al (2004 Bioconjugate Chem. 15:195-202; public 
availability date on the Web 12/16/2003) 

The claimed subject matter per claim 15 is drawn to 

A solid phase bound organic conjugate represented by formula (I) 

wherein the sphere is a solid phase support; 
C is a carbon atom; 

R4 and R5 are independently selected from the group consisting of H, aliphatic 
substituents, aromatic substituents, RO, RS and (R)2N, wherein R is an aliphatic or arylic group; L is a 
single bond; and each of R1 and R2 is independently a metal coordinating group, a non-coordinating 
organic group, a metal coordinating group derivatized with a biologically active molecule, or a non- 
coordinating organic group derivatized with a biologically active molecule, wherein at least one of R1 , and 
R2 is independently selected from the group consisting of [R3-picolyl, R3-imidazole or an R3-amine] 

wherein R3 is directly attached to the tertiary amine or is an aliphatic chain containing between 1 and 3 
carbons directly attached to the tertiary amine. 



Claims 16-17,20-24,28,32-36 represent variations thereof. 
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Mundwiler et al et al teach, throughout the document and especially the title 
preparation of Technetium-99m complexes via metal assisted cleavage from a solid 
phase. 

In Scheme 1 and Chart 1 , Mundwiler et al teach preparation of a Technetium 
tridentate ligand with a TentaGel solid support bearing a tertiary amine amino or 
picolyamine groups, which reads on claims 15 and 20 when L is a single bond; 
R4=R5=H; R1 is R3 picolyamine with one carbon atom or an amine with two carbon 
atoms. 

Said TentaGel is hybrid of polyethyleneglycol and polystyrene (elected species), 
reading on claims 17 and 34. 

Mundwiler et al teach on p 200 penultimate paragraph line 8, introduction of 
pharmaceutical^ active small molecules such as biotin (elected species), reading on 
claims 16,32,33 and 28. 

The labeling procedure set forth in the right column of p 197 of Mundwiler et al 
utilizes uses a kit including solution of a solution of [ 99m Tc04]" for preparing 
[ 99m Tc(OH 2 )3(CO) 3 ] + and appears to have been done with a syringe fitted with a syringe 
filter. Said syringe is taken as the container or vessel or column set forth in claims 20 
and 21 . Said syringe filter is taken as the facility for filtrations set forth in claim 24. Said 
[ 99m Tc(OH 2 )3(CO) 3 ] + reads on claims 22,35 and 36. Said solution of [ 99m Tc0 4 ]" reads on 
claim 23. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER M. GROSS whose telephone number 
is (571)272-4446. The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Low can be reached on 571 272 0951 . The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Christopher M Gross 

Examiner 

Art Unit 1639 

eg 



/ Christopher S. F. Low / 

Supervisory Patent Examiner, Art Unit 1639 



